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DETAILED ACTION 

Election/Restrictions 

Applicant's election of Group I in the reply filed on July 22, 2008 is 
acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Applicant is entitled to have Group II rejoined under M.P.E.P. § 821.04, if the 
claims of Group I are ultimately found allowable. 

Groups ll-VI, claims 15-19, are withdrawn from further consideration pursuant to 
37 CFR 1 .142(b), as being drawn to a nonelected subject matter, there being no 
allowable generic or linking claim. Applicant timely traversed the restriction (election) 
requirement, and reserved the right to file a divisional application to the non-elected 
subject matter. 

An action on the merits on claims 1-14 is contained herein. 

Specification 
Abstract 

1 . Applicant is reminded of the proper content of an Abstract of the Disclosure. 

In chemical patent abstracts for compounds or compositions, the general nature 
of the compound or composition should be given as well as its use, e.g., "The 
compounds are of the class of alkyl benzene sulfonyl ureas, useful as oral anti- 
diabetics." Exemplification of a species could be illustrative of members of the class. 
For processes, the type reaction, reagents and process conditions should be stated, 
generally illustrated by a single example unless variations are necessary. 

Complete revision of the content of the abstract is required on a separate sheet. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

2. Claims 1-14 are rejected under 35 U.S.C. 102(b) as being anticipated by Carr 
(U.S. Patent 2001/0011396). 

Applicant teaches phthalocyanines compounds having a general formula I: 

MPs™— {SOaNR'fify 
Formula (1) 

wherein all the variables are as defined in the claim. Additionally, in claims 8-14, 
applicant teaches ink compositions comprising the compounds of formula I. 

Carr discloses phthalocyanines compounds and compositions, which share the 
same formulaic compounds. (See formula 1 and Abstract). The compounds in the said 
reference has the same structure, which includes M as Ni and Cu, Pc as a 
phthalocyanine nucleus, as an alkylene group, R 1 -R 3 as a cyclic alkyl or H, R 5 as H or 
hydrocarbyl, or R 4 and R 5 together with the nitrogen atom is an aliphatic or aromatic, 
and falls within the range of Applicant's compounds. (See col. 1- col. 2). Additionally, in 
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columns 7-9, Carr teaches ink compositions comprising the compounds of formula I. 
Since Carr teaches the exact compounds and compositions, Applicant's claims are 
anticipated, and thus, rejected under 35 U.S.C. 102(b). 

3. Claims 1-14 are rejected under 35 U.S.C. 102(b) as being anticipated Carr et al. 
(WO 98/49239). 

Car discloses phthalocyanines compounds and compositions, which share the 
same formulaic compounds. (See Abstract and Formula I). The compounds in the said 
reference has the same structure, which includes M as Ni and Cu, Pc as a 
phthalocyanine nucleus, as an alkylene group, R 1 -R 3 as a cyclic alkyl or H, R 5 as H or 
hydrocarbyl, or R 4 and R 5 together with the nitrogen atom is an aliphatic or aromatic, 
and falls within the range of Applicant's compounds. (See pages 1-3 and Example 8). 
Additionally, on pages 4-9, Car teaches ink compositions comprising the compounds of 
formula I. 

Since Car teaches the exact compounds and compositions, Applicant's claims 
are anticipated, and thus, rejected under 35 U.S.C. 102(b). 

4. Claims 1-5 and 7-14 are rejected under 35 U.S.C. 102(b) as being anticipated 
Patel et al. (WO 01/66647). 

Patel discloses phthalocyanines compounds and compositions, which share the 
same formulaic compounds. (See Abstract and Formula I). The compounds in the said 
reference has the same structure, which includes M as Ni and Cu, Pc as a 
phthalocyanine nucleus, as an alkylene group, R 1 -R 3 as a cyclic alkyl or H, R 5 as H or 
hydrocarbyl, or R 4 and R 5 together with the nitrogen atom is an aliphatic or aromatic, 
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and falls within the range of Applicant's compounds. (See pages 1-4). Additionally, on 
pages 4-5, Patel teaches ink compositions comprising the compounds of formula I. 

Since Patel teaches the exact compounds and compositions, Applicant's claims 
are anticipated, and thus, rejected under 35 U.S.C. 102(b). 

5. Claims 1-5 and 7-14 are rejected under 35 U.S.C. 102(b) as being anticipated 
Patel et al. (WO 01/66648). 

Patel discloses phthalocyanines compounds and compositions, which share the 
same formulaic compounds. (See Abstract and Formula I). The compounds in the said 
reference has the same structure, which includes M as Ni and Cu, Pc as a 
phthalocyanine nucleus, as an alkylene group, R 1 -R 3 as a cyclic alkyl or H, R 5 as H or 
hydrocarbyl, or R 4 and R 5 together with the nitrogen atom is an aliphatic or aromatic, 
and falls within the range of Applicant's compounds. (See pages 1-5). Additionally, on 
pages 4-6, Patel teaches ink compositions comprising the compounds of formula I. 

Since Patel teaches the exact compounds and compositions, Applicant's claims 
are anticipated, and thus, rejected under 35 U.S.C. 102(b). 

6. Claims 1-3 and 7-14 are rejected under 35 U.S.C. 102(b) as being anticipated 
Patel et al. (WO 03/068866). 

Patel discloses phthalocyanines compounds and compositions, which share the 
same formulaic compounds. (See Abstract and Formula I). The compounds in the said 
reference has the same structure, which includes M as Ni and Cu, Pc as a 
phthalocyanine nucleus, as an alkylene group, R 1 -R 3 as a cyclic alkyl or H, R 5 as H or 
hydrocarbyl, or R 4 and R 5 together with the nitrogen atom is an aliphatic or aromatic, 
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and falls within the range of Applicant's compounds. (See pages 1-4 and Examples 2, 
6, and 7). Additionally, on pages 3-6, Patel teaches ink compositions comprising the 
compounds of formula I. 

Since Patel teaches the exact compounds and compositions, Applicant's claims 
are anticipated, and thus, rejected under 35 U.S.C. 102(b). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 
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7. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carr(U.S. Patent 2001/0011396). 

Claim 1 is drawn to an optical recording material with a phthalocyanine core in 
which the moieties on the core contain sulfonate moieties and the instantly claimed 
moieties are substituted by variables, which are represented by H, alkyl, alkylene, 
alkyenylene, alkynylene substituents of various carbon lengths which may be further 
interrupted by O, NH or S, and a metal component represented by the variable M which 
is represented by a divalent metal group. Claims 2-6 limit the metal moiety of the 
compound and provides for specific R1-R4 moieties. Claims 8-14 are drawn to optical 
compositions comprised of the material of claims 1-7. 
DETERMINING THE SCOPE AND CONTENT OF THE PRIOR ART 

Carr teaches a compound with a phthalocyanine core which corresponds in 
structure with the instantly claimed compound of formula I. The moieties of said prior art 
core are substituted by variables represented by R1-R4 which are independently 
represented by H, alkyl alkyl, alkylene, alkyenylene, alkynylene substituents of various 
carbon lengths which may be further interrupted by O, NH or S, and a metal component 
represented by the variable M which is represented by a divalent metal group. The 
reference further discloses the material comprises a phthalocyanine nucleus compound 
of formula I is useful in their use in ink jet printers. 

ASCERTAINING THE DIFFERENCES BETWEEN THE PRIOR ART AND THE 
CLAIMS AT ISSUE 

The instant claims differ from the reference by reciting different carbon ranges for 
the overlapping moieties attached to the core of the compound through the 



Application/Control Number: 10/564,959 Page 8 

Art Unit: 1624 

phthalocyanine core and the prior art compound does not require a sulfonate moiety to 
be attached to the core but provides sufficient support for such a substitution on the 
core. 

CONSIDERING OBJECTIVE EVIDENCE PRESENT REGARDING OBVIOUSNESS 

The prior art Japanese patent clearly discloses the class of compounds instantly 
claimed, which are phthalocyanine compounds, are recognized in the art by their 
correlative core and recognized suitability for use in ink jet printers containing said 
phthalocyanine compounds. These compounds are know to be included in ink jet 
printers and are know to be useful in high speed recording material such as recordable 
compact discs. The variable substitution to the core of the prior art's compound and the 
compound instantly claimed overlap so substantially that it would require little more than 
routine skill in the art to select moieties which would allow the skilled artisan to arrive at 
applicant's instantly claimed species. 
RESOLVING THE LEVEL OF SKILL IN THE ART 

It would have been obvious to one having ordinary skill in this art at the time the 
invention was made to substitute a phthalocyanine core with at least one sulfonate 
containing group and with the groups set forth in the prior art as applicant has done with 
the above cited reference before them. The prior art patent provides sufficient 
motivation to include the phthalocyanine compounds of the prior art and those rendered 
obvious in the instant application in a recording layer to prepare an optical recording 
material for high speed recording and to include said material in an ink jet printers. 



Application/Control Number: 10/564,959 Page 9 

Art Unit: 1624 

Thus, Applicant's claims are obvious, and therefore, rejected under 35 U.S.C. 

103. 

8. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Carr (WO 98/49239). 

Claim 1 is drawn to an optical recording material with a phthalocyanine core in 
which the moieties on the core contain sulfonate moieties and the instantly claimed 
moieties are substituted by variables, which are represented by H, alkyl, alkylene, 
alkyenylene, alkynylene substituents of various carbon lengths which may be further 
interrupted by O, NH or S, and a metal component represented by the variable M which 
is represented by a divalent metal group. Claims 2-6 limit the metal moiety of the 
compound and provides for specific R1-R4 moieties. Claims 8-14 are drawn to optical 
compositions comprised of the material of claims 1-7. 
DETERMINING THE SCOPE AND CONTENT OF THE PRIOR ART 

Carr teaches a compound with a phthalocyanine core which corresponds in 
structure with the instantly claimed compound of formula I. The moieties of said prior art 
core are substituted by variables represented by R1-R4 which are independently 
represented by H, alkyl, alkylene, alkyenylene, alkynylene substituents of various 
carbon lengths which may be further interrupted by O, NH or S, and a metal component 
represented by the variable M which is represented by a divalent metal group. The 
reference further discloses the material comprises a phthalocyanine nucleus compound 
of formula I is useful in their use in ink jet printers. 

ASCERTAINING THE DIFFERENCES BETWEEN THE PRIOR ART AND THE 
CLAIMS AT ISSUE 
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The instant claims differ from the reference by reciting different carbon ranges for 
the overlapping moieties attached to the core of the compound through the 
phthalocyanine core and the prior art compound does not require a sulfonate moiety to 
be attached to the core but provides sufficient support for such a substitution on the 
core. 

CONSIDERING OBJECTIVE EVIDENCE PRESENT REGARDING OBVIOUSNESS 

The prior art Japanese patent clearly discloses the class of compounds instantly 
claimed, which are phthalocyanine compounds, are recognized in the art by their 
correlative core and recognized suitability for use in ink jet printers containing said 
phthalocyanine compounds. These compounds are know to be included in ink jet 
printers and are know to be useful in high speed recording material such as recordable 
compact discs. The variable substitution to the core of the prior art's compound and the 
compound instantly claimed overlap so substantially that it would require little more than 
routine skill in the art to select moieties which would allow the skilled artisan to arrive at 
applicant's instantly claimed species. 
RESOLVING THE LEVEL OF SKILL IN THE ART 

It would have been obvious to one having ordinary skill in this art at the time the 
invention was made to substitute a phthalocyanine core with at least one sulfonate 
containing group and with the groups set forth in the prior art as applicant has done with 
the above cited reference before them. The prior art patent provides sufficient 
motivation to include the phthalocyanine compounds of the prior art and those rendered 
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obvious in the instant application in a recording layer to prepare an optical recording 
material for high speed recording and to include said material in an ink jet printers. 
Thus, Applicant's claims are obvious, and therefore, rejected under 35 U.S.C. 

103. 

9. Claims 1-14 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Patel (WO 01/66647). 

Claim 1 is drawn to an optical recording material with a phthalocyanine core in 
which the moieties on the core contain sulfonate moieties and the instantly claimed 
moieties are substituted by variables, which are represented by H, alkyl, alkylene, 
alkyenylene, alkynylene substituents of various carbon lengths which may be further 
interrupted by O, NH or S, and a metal component represented by the variable M which 
is represented by a divalent metal group. Claims 2-6 limit the metal moiety of the 
compound and provides for specific R1-R4 moieties. Claims 8-14 are drawn to optical 
compositions comprised of the material of claims 1-7. 
DETERMINING THE SCOPE AND CONTENT OF THE PRIOR ART 

Patel teaches a compound with a phthalocyanine core which corresponds in 
structure with the instantly claimed compound of formula I. The moieties of said prior art 
core are substituted by variables represented by R1-R4 which are independently 
represented by H, alkyl, alkylene, alkyenylene, alkynylene substituents of various 
carbon lengths which may be further interrupted by O, NH or S, and a metal component 
represented by the variable M which is represented by a divalent metal group. The 
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reference further discloses the material comprises a phthalocyanine nucleus compound 
of formula I is useful in their use in ink jet printers. 

ASCERTAINING THE DIFFERENCES BETWEEN THE PRIOR ART AND THE 
CLAIMS AT ISSUE 

The instant claims differ from the reference by reciting different carbon ranges for 
the overlapping moieties attached to the core of the compound through the 
phthalocyanine core and the prior art compound does not require a sulfonate moiety to 
be attached to the core but provides sufficient support for such a substitution on the 
core. 

CONSIDERING OBJECTIVE EVIDENCE PRESENT REGARDING OBVIOUSNESS 

The prior art Japanese patent clearly discloses the class of compounds instantly 
claimed, which are phthalocyanine compounds, are recognized in the art by their 
correlative core and recognized suitability for use in ink jet printers containing said 
phthalocyanine compounds. These compounds are know to be included in ink jet 
printers and are know to be useful in high speed recording material such as recordable 
compact discs. The variable substitution to the core of the prior art's compound and the 
compound instantly claimed overlap so substantially that it would require little more than 
routine skill in the art to select moieties which would allow the skilled artisan to arrive at 
applicant's instantly claimed species. 
RESOLVING THE LEVEL OF SKILL IN THE ART 

It would have been obvious to one having ordinary skill in this art at the time the 
invention was made to substitute a phthalocyanine core with at least one sulfonate 
containing group and with the groups set forth in the prior art as applicant has done with 
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the above cited reference before them. The prior art patent provides sufficient 
motivation to include the phthalocyanine compounds of the prior art and those rendered 
obvious in the instant application in a recording layer to prepare an optical recording 
material for high speed recording and to include said material in an ink jet printers. 
Thus, Applicant's claims are obvious, and therefore, rejected under 35 U.S.C. 

103. 

1 0. Claims 1 -1 4 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Patel (WO 01/66648). 

Claim 1 is drawn to an optical recording material with a phthalocyanine core in 
which the moieties on the core contain sulfonate moieties and the instantly claimed 
moieties are substituted by variables, which are represented by H, alkyl, alkylene, 
alkyenylene, alkynylene substituents of various carbon lengths which may be further 
interrupted by O, NH or S, and a metal component represented by the variable M which 
is represented by a divalent metal group. Claims 2-6 limit the metal moiety of the 
compound and provides for specific RrR 4 moieties. Claims 8-14 are drawn to optical 
compositions comprised of the material of claims 1-7. 
DETERMINING THE SCOPE AND CONTENT OF THE PRIOR ART 

Patel teaches a compound with a phthalocyanine core which corresponds in 
structure with the instantly claimed compound of formula I. The moieties of said prior art 
core are substituted by variables represented by R1-R4 which are independently 
represented by H, alkyl, alkylene, alkyenylene, alkynylene substituents of various 
carbon lengths which may be further interrupted by O, NH or S, and a metal component 
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represented by the variable M which is represented by a divalent metal group. The 
reference further discloses the material comprises a phthalocyanine nucleus compound 
of formula I is useful in their use in ink jet printers. 

ASCERTAINING THE DIFFERENCES BETWEEN THE PRIOR ART AND THE 
CLAIMS AT ISSUE 

The instant claims differ from the reference by reciting different carbon ranges for 
the overlapping moieties attached to the core of the compound through the 
phthalocyanine core and the prior art compound does not require a sulfonate moiety to 
be attached to the core but provides sufficient support for such a substitution on the 
core. 

CONSIDERING OBJECTIVE EVIDENCE PRESENT REGARDING OBVIOUSNESS 

The prior art Japanese patent clearly discloses the class of compounds instantly 
claimed, which are phthalocyanine compounds, are recognized in the art by their 
correlative core and recognized suitability for use in ink jet printers containing said 
phthalocyanine compounds. These compounds are know to be included in ink jet 
printers and are know to be useful in high speed recording material such as recordable 
compact discs. The variable substitution to the core of the prior art's compound and the 
compound instantly claimed overlap so substantially that it would require little more than 
routine skill in the art to select moieties which would allow the skilled artisan to arrive at 
applicant's instantly claimed species. 
RESOLVING THE LEVEL OF SKILL IN THE ART 

It would have been obvious to one having ordinary skill in this art at the time the 
invention was made to substitute a phthalocyanine core with at least one sulfonate 
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containing group and with the groups set forth in the prior art as applicant has done with 
the above cited reference before them. The prior art patent provides sufficient 
motivation to include the phthalocyanine compounds of the prior art and those rendered 
obvious in the instant application in a recording layer to prepare an optical recording 
material for high speed recording and to include said material in an ink jet printers. 
Thus, Applicant's claims are obvious, and therefore, rejected under 35 U.S.C. 

103. 

1 1 . Claims 1 -1 4 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Patel (WO 03/068866). 

Claim 1 is drawn to an optical recording material with a phthalocyanine core in 
which the moieties on the core contain sulfonate moieties and the instantly claimed 
moieties are substituted by variables, which are represented by H, alkyl, alkylene, 
alkyenylene, alkynylene substituents of various carbon lengths which may be further 
interrupted by O, NH or S, and a metal component represented by the variable M which 
is represented by a divalent metal group. Claims 2-6 limit the metal moiety of the 
compound and provides for specific R1-R4 moieties. Claims 8-14 are drawn to optical 
compositions comprised of the material of claims 1-7. 
DETERMINING THE SCOPE AND CONTENT OF THE PRIOR ART 

Patel teaches a compound with a phthalocyanine core which corresponds in 
structure with the instantly claimed compound of formula I. The moieties of said prior art 
core are substituted by variables represented by R1-R4 which are independently 
represented by H, alkyl, alkylene, alkyenylene, alkynylene substituents of various 
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carbon lengths which may be further interrupted by O, NH or S, and a metal component 
represented by the variable M which is represented by a divalent metal group. The 
reference further discloses the material comprises a phthalocyanine nucleus compound 
of formula I is useful in their use in ink jet printers. 

ASCERTAINING THE DIFFERENCES BETWEEN THE PRIOR ART AND THE 
CLAIMS AT ISSUE 

The instant claims differ from the reference by reciting different carbon ranges for 
the overlapping moieties attached to the core of the compound through the 
phthalocyanine core and the prior art compound does not require a sulfonate moiety to 
be attached to the core but provides sufficient support for such a substitution on the 
core. 

CONSIDERING OBJECTIVE EVIDENCE PRESENT REGARDING OBVIOUSNESS 

The prior art Japanese patent clearly discloses the class of compounds instantly 
claimed, which are phthalocyanine compounds, are recognized in the art by their 
correlative core and recognized suitability for use in ink jet printers containing said 
phthalocyanine compounds. These compounds are know to be included in ink jet 
printers and are know to be useful in high speed recording material such as recordable 
compact discs. The variable substitution to the core of the prior art's compound and the 
compound instantly claimed overlap so substantially that it would require little more than 
routine skill in the art to select moieties which would allow the skilled artisan to arrive at 
applicant's instantly claimed species. 
RESOLVING THE LEVEL OF SKILL IN THE ART 
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It would have been obvious to one having ordinary skill in this art at the time the 
invention was made to substitute a phthalocyanine core with at least one sulfonate 
containing group and with the groups set forth in the prior art as applicant has done with 
the above cited reference before them. The prior art patent provides sufficient 
motivation to include the phthalocyanine compounds of the prior art and those rendered 
obvious in the instant application in a recording layer to prepare an optical recording 
material for high speed recording and to include said material in an ink jet printers. 

Thus, Applicant's claims are obvious, and therefore, rejected under 35 U.S.C. 

103. 

Conclusion 

Claims 1-14 are pending. Claims 1-14 are rejected. No claims are allowed. 



Any inquiry concerning this communication or earlier communications from the 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
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